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DETAILED ACTION 

This is in response to application 10/689432 filed on October 20 th 2003 in which 
claims 1-21 are presented for examination. 

Status of Claims 

Claims 1-21 are pending, of which claims 1, 7, 12 and 17 are in independent 

form. 

Claims 1-21 are rejected under 35 U.S.C. 102(e). 
Claims 7-21 are rejected under 35 U.S.C. 101. 

Claims 5, 1 1 , 16 and 21 are rejected under 35 U.S.C. 112, second paragraph. 
Specification 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: the Specification does not provide proper antecedent basis 
for the term "computer usable medium" as recited in claim 12. 



Claim Rejections - 35 USC § 101 
1. 35 U.S.C. 101 reads as follows: 



Application/Control Number: 10/689,432 
Art Unit: 2142 



Page 3 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 7-21 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Regarding claim 7, it is directed towards a "system" however there are no 
hardware elements recited in the claim. Furthermore Applicant recites that a system 
may be in the form of software (Specification paragraph 27). In light of the claim and 
Applicant's disclosure, claim 7 is not directed towards one of the four categories of 
statutory subject matter. It is clearly not a process or composition of matter. It is not a 
machine or manufacture because no hardware elements are recited, in fact the 
Specification suggests that a system may be purely software. Software alone is per se 
non-statutory subject matter because it is merely functional descriptive material. To be 
a machine or manufacture, some sort of tangible hardware element must be recited. 
SeeMPEP 2601.01. 

Regarding claims 8-1 1 they do not introduce any limitations that would make the 
claims cover statutory subject matter. Therefore they are also rejected since they 
depend from a rejected claim. 

Regarding claim 12, it is directed towards a "computer program product, residing 
on a computer usable medium". The specification states that programs can be 
delivered via signals such as "signal-bearing media" and "communication media". 
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Signals are per se non-statutory. Since the claim includes signals it is directed towards 
non-statutory subject matter. See MPEP 2601 .01 . 

Regarding claims 1 3-1 6 they do not introduce any limitations that would render 
the claims statutory (i.e. they do exclude signals or define a tangible storage medium), 
therefore they are also rejected since they depend from a rejected claim. 

Regarding claim 17, it is directed towards a "service". A service is not one of the 
four categories of statutory subject matter under 35 U.S.C. 101. In light of the 
Specification (paragraph 27) a service could be software per se. Such software is 
merely functional descriptive material and is non-statutory unless it is embodied on 
some type of medium which renders it structurally and functionally related to the 
medium. See MPEP 2601 .01 . 

Regarding claims 1 8-21 , they do not introduce any limitations that would render 
the claims statutory, therefore they are also rejected since they depend from a rejected 
claim. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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3. Claims 5, 11, 16 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 5, it recites "the sending of the request ... for an address... is 
automatically prompted by the remote computer receiving its IP address". The 
examiner understands this to mean that the remote computer will automatically request 
an address as soon as it receives an address. Thus the remote computer is in a 
constant loop of receiving an address, and then requesting another one. The claim is 
indefinite since the scope of the claim cannot be ascertained. It is unclear what 
happens if the remote computer does not receive an address. Also the word 
"prompted" is indefinite because it is not clear whether the request is sent without user 
interaction or whether a user is prompted to see if they want to send a request. 

Regarding claims 11,16 and 21 , they are system, medium and service claims 
that correspond to the method of claim 5, thus they are rejected for similar reasons. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by Komaki 
US 2006/0165056 A1. 

Regarding claim 1, Komaki discloses "configuring in an address issuing computer 
Option data about a management computer" as a DHCP server with network setting 
information (paragraph 33), "an identification and authorization ... to request an 
address" as DHCP messages (paragraph 33), "a management computer address" as a 
server address that is part of network setting information (paragraph 33), "sending a 
request ... for an address" as terminal devices requesting an IP address (paragraph 
33), "receiving ... the requested address ... and the Option data" as receiving network 
setting information (Option data) including IP addresses (paragraph 33), and "executing 
a local code in the remote computer ... to automatically provide the address of the 
remote computer to the management computer" as updating the IP address with the 
management server (paragraphs 40, 62). 

Regarding claim 2, Komaki discloses "the management computer is a 
management server" as a management serer (Fig. 1), and "the remote computer is a 
remote management processor" as terminal devices that have a processor (paragraph 
29, Fig. 2a). 



Application/Control Number: 10/689,432 
Art Unit: 2142 



Page 7 



Regarding claim 3, Komaki discloses "a Dynamic Host Configuration Protocol 
(DHCP) server" (paragraph 27, Fig. 1). 

Regarding claim 4, Komaki discloses "an Internet Protocol (IP) address" 
(paragraph 27). 

Regarding claim 5, since it is currently indefinite, for prior art purposes this claim 
is being interpreted as if the remote computer sends a request for an IP address 
automatically, see the 1 12 rejection above. Komaki discloses this feature as 
automatically obtaining an IP address (paragraph 66). 

Regarding claim 6, Komaki discloses "the local code directs the remote computer 
to automatically provide the address of the remote computer to the management 
computer in an ALERT packet" as the terminal automatically registers its IP address 
with the management server (paragraph 62), this communication would be sent in a 
packet since the devices are on a TCP/IP network (paragraph 27). 

Regarding claims 7-1 1 , they are system claims that correspond to the method 
claims 1-5 respectively, thus they are rejected for similar reasons. 
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Regarding claims 12-16, they are computer medium claims that correspond to 
the method claims 1-5 respectively, thus they are rejected for similar reasons. 

Regarding claims 17-21 , they are service claims that correspond to the method 
claims 1-5 respectively, thus they are rejected for similar reasons. 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Cromer et al. US 6,353,854 B1 discloses a remote computer sending 
configuration information automatically to a management computer (abstract). 

Hanson et al. US 2003/012081 1 discloses a process whereby a mobile end 
system and a DHCP server update a management server with the end system's 
network address (paragraph 287). 

Doherty et al. US 2003/0018763 A1 discloses a DHCP server passing the 
address of a management server to a client (paragraph 6). 

Stachura et al. US 7,318,089 B1 discloses an alert-enable client in 
communication with a management server (abstract). 

Eguchi et al. US 2004/0073706 A1 discloses a system where addresses are 
transmitted to a management server once they are acquired (abstract). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON RECEK whose telephone number is (571 )270- 
1975. The examiner can normally be reached on Mon - Thurs 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jason Recek/ 
Examiner, Art Unit 2142 
4/28/08 

(571)-270-1975 
/Andrew Caldwell/ 

Supervisory Patent Examiner, Art Unit 2142 



